Translation: 


Enclosure 2 


CASE NOTE 29th March 1986 

Re: Barclay-Patents, in particular German patent specification 
No 3 011 959 (S 28 250/14) 


RE PRIORITY 

The priority document refers to: 'non porous wrapper'. That was 
supplemented in the patent to refer to 'non porous or smoke impervious 
wrapper', see the Abstract line 2, and claim 1 line 3 and claim 9, line 1. 

The terms which are later used, namely 'rauchundurchlassig' {translation: 

| 

smoke-impervious) and 'luftundurchlassig' (translation: air-impervious) 
are not the same as 'porous'. The porosity of activated carbon lies for “ 
example in surface, microscopic blind holes. 

If the priority date goes, then FILOSA, DE-OS No 28 49 404, Figure 7, 
becomes state of the art. 

RE DISCLOSURE AND UNDERLYING PROBLEM 

The original documents only refer in regard to problem or object 

to something about 'ventilation, filter resistance and ease of production 1 . 
Instead of that, the arguments are new based on an alleged turbulence 
effect with a particular effect on taste. 

In that connection, B&W, through their German attorney, submitted, 
accompanied by supporting argument: that the turbulence effect does not 
occur if the ventilation flows pass completely outside the smoke stream 
(ENCLOSURE 1) (see the statement of 1st October 1984 on the opposition 
proceedings on P 30 11 959.6-23, page 3, paragraphs 4 and 5 and page 6, 
paragraphs 5, 6 and 7). 

The fact that the ventilation flows are within the smoke stream is 
not disclosed and also cannot be derived from the drawing. At least Figure 5 
of German patent specification No 3 011 959 {= Figure 6 of US No 4 256 122) 
shows the opposite (ENCLOSURE 2). In that connection, the inevitable finite 
thickness of the cover material 40 is relevant. 
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RE THE STATE OF THE ART 


Re DE-AS No 16 57 261 (OSMALOV): It is better to cite corresponding 
US No 3 490 461 by virtue of Figure 4 of the US specification, which does not 
appear in the DE-AS. 

Arguments 

In US No 3 490 461, column 5, lines 26 to 30 - ventilation flow is 
separate from smoke stream; column 5, line 41 to line 43 - reference 31 
can be used for separation purposes; column 6, lines 16 and 17 - instead of 
as shown in Figure 1, the filter may extend over the entire mouthpiece; 
column 8, line 74 to column 9, line 15 - hollow space in mouthpiece can be 
.filled with filter material; column 4, lines 31 to 37 - a thin mouthpiece 
18 corresponds to a cover sheet; column 6, lines 43 to 47 - the cover sheet 
is referred to. 

If the filter of Figure 4 is used, with ducts from Figure 1, and if 
the separation or closure means 31 is used, then that takes us to the 
invention. If the thin cover sheet is an important consideration, then Figure 
8 is used, instead of reference 18 in Figure 1. 

Re US No 1 718 122 - see column 1, line 45 to column 2, line 51, and 
Figure 1. 

Arguments: 

The tobacco in the mouthpiece only performs the function of 
filter material (support function and filter function) and is not to be 
smoked - see reference 8. There is thus identity with respect to the 
Barclay cigarette. The mouthpiece of Figure 1 of US No 1 718 122 can possibly 
be replaced by the filter fran DE-AS No 21 07 850, Figure 5. 

Re DE-AS No 19 36 249 - column 4, line 64. 

Arguments: 

US patent application serial No 632 336 = US No 3 490 461 is cited 
as a combination reference. In accordance therewith, the filter from Figure 
3 of DE-AS No 19 36 429 can be used on the mouthpiece of Figure 1 of US 
No 3 490 461, the means 31 can be employed, and that also results in the 
Barclay cigarette. 

Re DE-OS No 20 48 432 - the application documents are drafted by a lay person, 
Figures 6 to 11 are missing because the inventor, Mr Kroeger, forgot to 
file them. 
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Arguments: 

Figures 1 and 2 shew an embodiment which, according to the specification, 

can be modified in many ways (Enclosure 3). 

_ 

One of those alternatives is identical to the Barclay cigarette. To follow 
that up, the following parts of the specification are relevant: 

Claim 1: 'that the inner element 24, with the middle element 25, forms j 
passages or ducts 27 in such a way that tobacco smoke passing thereinto 
through the inner element can be carried away through same, said ducts 27 
are closed at the tobacco side ... 1 ; 

Claim 2: 'that the inner element 24 comprises air-pervious material 
such as bound threads, fibres, strips, plastic foams...'; 

Claim 10: 'that the ducts 29 formed by the middle element 25 with 
the outer element 23 are closed at the tobacco side'; 

Claim 14: 'that the substances... from the material of the inner element 
24... into the inner duct 27'; 

Claim 15: 'that air flows into the ducts 29 formed by the middle 
element 25 with the outer element 23, through openings in the outer element, 
and is carried away through same'; 

Claim 22: 'that the middle element 25 is produced frcm one or more 
endless strips in such a way that it is generally air-impervious.' 

According to claim 2, the inner element 24 and the inner ducts 27 
are deemed to be the filter body 2 of Barclay and the middle element 25 
is deemed to be the cover sheet 12 of Barclay, thus giving identity. See the 
disclosure relating to the configuration of the filter body 2 of the Barclay 
patent. 

Re DE-AS No 21 07 850 
Arguments: 

Fit the filter plug frcm Figure 5 in Figure 1. Note: column 5, line 45. 

51 is the end towards the tobacco. There is no sealing or closure effect _z 
by virtue of the cover sheet. However the sealing effect is referred to 
indirectly at column 5, lines 25 to 37 (a reverse conclusion is to be drawn 
frcm the arguments put forward) and column 6, paragraph 2 because, by 
impressing the ribs in the heat process, the surface is compacted and is 
thus also made relatively impervious. Possibly, in regard to the absence of 
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the sealing effect, combination with DE-AS No 19 36 429, Figure 3, or 
US No 3 490 461, Figure 8. 

Re DE-OS 28 49 904 - this application was internationally published only 
in the period between the priority and the filing dates, see therefore 
above in the section RE PRIORITY - . Figure 7 is crucial. 

Arguments: 

The difference is the plug 6, instead of the cover sheet 12 . However that 
distinction finds only a defective basis in the disclosure. Moreover, 
combination is possible with US No 3 490 461, Figure 8, or DE-AS No 21 07 850, 
Figure 5. A thin cover sheet is referred to in DE-OS No 28 49 904, page 7, 
lines 18 to 24, which state that the cross-section of the filter 12 'is 
about 30 to 90% of that of the rod member 10 and may be of any suitable 
geometrical form and configuration'. 90% corresponds to the thickness of 
a thick cover sheet. 

RE INVENTIVE STEP 

The alleged surprising effect also occurs in the state of the art 
for eddies occur wherever fast ventilation flows and slower main flows 
flow in juxtaposed relationship. That is also the case in the state of the 

art. Moreover, the geometrical and physical conditions such that the 
ventilation flows and the main stream smoke actually pass into the mouth 

at different speeds are not disclosed. If the ducts or passages are very 

narrow and the filter is highly pervious to air, the ventilation flows 
can also flow more slowly than the main stream smoke. That also applies 
in regard to the allegedly essential but undisclosed arrangement of the 
ventilation flows within the smoke stream cross-section - see the foregoing 
comments re ENCLOSURE 2. 

At any event there has not been great commercial success in the 
Federal Republic and initial successes are explained by unfair advertising 
and when that was stopped, the turnover levels dropped abruptly. 

Ease of workability which was not submitted in Germany but which in 
my view can be referred to - see German patent specification No 3 011 959, 
column 1, line 64, is obvious from the state of the art, for example 
fran US No 1 718 122, see references 7 and 8. 

This is a catchword-like compilation of the arguments which I 
gathered together for the fight on German No 3 011 959. They therefore follow 
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German logic and I have only set them out in brief or catchword-like form, 
for the sake of ease of reference. My comments will be understood only if 
the parts of the texts quoted are also referred to. 

If, because of the abbreviated form in which I have set out my 
comments, they are not fully understood, then I would ask my reader to 
give me an opportunity to set out the points made in greater detail. 

Dr Each 

Enclosures: 

1. Extract from the B&W statement of 1st October 1984, pages 3 and 6 

2. Figure 5 from German No 3 011 959 on an enlarged scale 

3. Figures 1 and 2 from DE-OS No 20 48 432 
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